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MAR 1 1 2803 g IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Warch 5, 2003 

Hon. Commissioner of Patents and Trademarks 
Washington DC 2023 1 

Applicant: Steven A. Benner PPPPI\/PDl 

Title: A Method for Selecting Functional Deoxyribonucleotide Derivatives "CUEI V CU 

Serial number: 09/415,966 Art Unit 1655 . 1AO „ 

Filing date: October 12, 1999 MAR 1 7 2003 

Examiner. Stephanie W. Zitomer rr-~, 

'ECH CENTER 1600/2900 

Certificate of Mailing under 37 C.F.R. 1.8(a) 

sSS^P^^^^^^f^ c r eSp ° nd T e iS bein S de P° sited wi * the United 
d T" ♦ Sla lf ervice as First Class Airmail m an envelope addressed to Commissioner nf 
< JstS** and Trademarks, Washington D.C. 20231, USAon or biteiffilS 




Steven A. Benner (Applicant) 

This is a verified statement that the Applicant is a "small entity" as defined by 37 CFR 1 27 
The Applicant is a ho der of Deposit Account Number 02-2055 in the Apphcant' iwme and 
Wop5 e ate the C ° mmiSS10ner to debit *V ^-ges or credit any overpay^&S^SSJt as 



Dear Sir: 

fl^ S ca^ nmUnibafi0n ^ reSp ° nsive ^ an 0 ff^e Action mailed November 6, 2002, Paper 15 in 

Imln? ?n°n n ;^ iC H f aS T"! n reSponse to ^ A PPlicant's papers filed on 6/28/02 and 
8/05/02 (note, the date in the Action appears to be an error) tramniitted the f following decisions: 

1 . To allow Claims 3, 4, 7, and 8. 
3. T^^^ 

mCM^A TZT^'J he A PP iic ^' greed t0 P ermit Ms case to move to issuance based 
Ss to Mppen by:' POSe reSP ° nSe t0 Amend ^ a PP lication to all °w 

Renumbering Claims 3 4, 7 and 8 so that they become Claims 1, 2, 3, and 4 respectively 

m S^iS? thlS a PP llcation aU Claims were not examined in this examination baled 
on the restriction requirement, reserving these to be examined in a resubmitted 
continuation-in-part. 

3 . To cancel Claim 9, in anticipation of the Applicant providing more enablement in a CIP. 
^J^^ ectfully^ubmitted, 



1. 
2. 





Steven A. BearferfApplicant) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
March 5, 2003 
Re: 

Applicant: Steven A. Benner 

Filing date: October 12, 1999 
Examiner. Stephanie W. Zitomer 



RECEIVED 

MAR 1? 2003 

TECH CENTER 160012900 



AMENDMENTS TO THE CLAIMS 

Please cancel Claim 9. 

Please renumber Claim 3 so that it becomes Claim 1. 
Please renumber Claim 4 so that it becomes Claim 2. 
Please renumber Claim 7 so that it becomes Claim 3. 

Please renumber Claim 8 so that it becomes Claim 4. 
Please cancel Claim 31. 

As a consequence of these actions, the final claims should read: 

compSr ement in " Creadng " %and f ° r a ^ com P° und ' said m *hod 

a) synthesizing a mixture of oligonucleotides from nucleotide building blocks each of the 
oligonucleotides having a region of randomized sequence 

b) contacting said mixture with the target, wherein oligonucleotides having an increased 
Stoe ^ rdatlVe t0 0th6rS in ±& tt ^ txm ^ be P^oncdT^Zm^r of 
the^xmt 8 ° lig0nUcleotides with increased affinity the other oligonucleotides in 

d) amplifying the oligonucleotides having increased affinity in vitro to yield a mixture of 
oligonucleotides enriched in those with increased affinity for said target 
wherein the improvement comprises including among said nucleotide building blocks those 
carrying nucleobases selected from the group consisting of oul ^S nocks mose 
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wherein -R designates the point of attachment to the ribose or 2'-deoxyribose ring B is 
03/14/S003 NWOHflHHl M0000^°OT41596 gr ° UP C ° nSiSting ° f " H ° r X is either a nitro S en atom or fcarbon atom 
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3S£££S33?& Y is either N or CH - ald - *« isa&ss^ 

2. The improvement of Claim 3 wherein said nucleobase is selected from the group consisting 
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SH H2 c! 2 CH ^ -5 H2 ? H M SH ' ^^^^Vlfr 

SSd^S :eineDt in a method for creating a catalyst for a preselected reaction ' said 

-gT fr ° m nUCle ° tide **** blocks ««* having a 

™S batmg SaiC ! Under conditions wher e oligonucleotides that catalyze said reaction 

undergo as a result of their catalytic activity a chemical transformation that makes Sen? 
preferentially separable from other oligonucleotides in the mixture havSSSalvtS activitv 

c) separating the oligonucleotides with increased catalytic activity Cl other 
oligonucleotides in the mixture y uluulcuulcr 

d) copying the oligonucleotides having increased catalytic activity in vitro to yield a mixture of 
oligonucleotides enriched in those with increased catalytic activity 

wherein the improvement comprises including among said nucleotide building blocks those 
carrying nucleobases selected from the group consisting of DUliain g diocks tnose 
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Iwf 2 ? de f5 nate s the point of attachment to the ribose or 2'-deoxyribose ring B is 
selected from the group consisting of -H or -NH 2 , X is either a nitrogen atom or f carbon atom 
bearing a substituent Z, Z is an unfunctionalized lower alkyl, alkynyl, iSSkSrtdLX^ 
or a lower alkyl, alkynyl , or alkyl-alkynyl chain bearing L'^^^^^S 
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SnsMnJof topr0vemenl of CIaim 7 ' said nucleobase is selected from the group 





, and 




wherein -R designates the point of attachment to the ribose or 2 , -deoxyribose rins and 
^ re ^ Z ^ Selected from the § rou P insisting of -C=C-CH 2 -NH 2 -C=C-CH?SH 



Resp^tfully sutaiitted, 




Stk»in A. Benner 
(Applicant) 

Tel (352) 332 2262, (352) 392 7773 
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